
Topic 2:

Legal Requirements for Patentability and 
Typical Parts of a Patent Application



Background
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Monopoly protection in exchange for 
teaching the public a new invention

Effectively creating new laws

Incremental developments and 
revolutionary technologies

Commercial tool



Background
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Legal requirements
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Novelty

Inventive step

Industrial applicability

Sufficiency/enablement



Legal requirements – Novelty

5

Is it “new”?

Public disclosure (“state of the art”)

Oral, written, use, etc.

Rationale?



Legal requirements – Inventive step
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Is it “inventive”?

“Non-obvious” over the “state of the art”

Advantages, solutions to problems, alternatives

Rationale?



Legal requirements – Industrial applicability
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Is it useful:  does it do something?

“Industrial” is interpreted broadly

Vehicle parts, manufacturing methods, 
agricultural products, medicines, computer 
programs, gene sequences, ...



Legal requirements – Sufficiency/enablement
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Monopoly in exchange for teaching

“Sufficient detail” 

Person skilled in the art

Rationale?



Requirements vary

Depends on the person skilled in the art

Legal requirements – Sufficiency/enablement
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Typical Parts of a Patent Application
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Bibliographic data (front page)

Description

Figures

Claims

• Primarily for sufficiency/enablement

• Define something new, inventive and
industrially applicable

• Defines the monopoly (scope of 
protection sought)



Typical Parts – Bibliographic data (front page)
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Dates: filing, publication

People: applicant, proprietor,
inventors, attorneys

Classification: scientific 
categorization system

Abstract, title, representative figure



Typical Parts – Description

12

Title, field, introduction and background

Summary of invention

Detailed description

Specific description of figures and examples



13

Typical Parts – Figures



Typical Parts – Claims
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Define the monopoly sought

Must encapsulate legal requirements of:
novelty, inventive step and industrial applicability

Single sentences:
clear, concise and self-contained

May be a few words or many pages long



Typical Parts – Claims: Edison’s light bulb
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I claim as my invention–

1. An electric lamp for giving light by 
incandescence, consisting of a filament of 
carbon of high resistance, made as described, 
and secured to metallic wires, as set forth.



Typical Parts – Claims: Edison’s light bulb
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I claim as my invention–

1. An electric lamp for giving light by 
incandescence, consisting of a filament of 
carbon of high resistance, made as described, 
and secured to metallic wires, as set forth.



Legal requirements – recap
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Novelty (is it “new”)

Inventive step (is it “inventive”?)

Industrial applicability (does it do something?)

Sufficiency/enablement (have you described 
it sufficiently?)



Typical Parts of an Application – recap
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Bibliographic data (front page)

Description

Figures

Claims

• Primarily for sufficiency/enablement

• Define something new, inventive and
industrially applicable

• Defines the monopoly (scope of 
protection sought)



Q & A



Thank you
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James Snaith
Associate 
(Chartered and European Patent Attorney)
jsnaith@kilburnstrode.com

Kilburn & Strode LLP
Lacon London, 84 Theobalds Road, 
London, WC1X 8NL
T  +44 (0) 20 7539 4200
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